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IN LIMITING PATENT LITIGANTS' ACCESS to the declaratory
judgment remedy, the United States Court of Appeals for the Federal
Circuit has primarily invoked the "actual controversy" requirement
imposed by the United States Constitution and the Federal Declara-
tory Judgment Act (the "Act").' However, an examination of Federal
Circuit decisions and those of the district courts reveals that they have
often confused, or blurred the distinction between, constitutional re-
quirements and the discretion the Act affords the federal courts to
decline to exercise jurisdiction. Specifically, the courts have often at-
tributed constitutional significance to factors that instead bear on pol-
icy, conflating issues of power with those of prudence.

The role that policy plays in patent declaratory justiciability deter-
minations was at issue in two cases that were recently pending before
the United States Supreme Court. For example, in MedImmune, Inc. v.
Genentech, Inc.,2 the Solicitor General criticized the Federal Circuit for
its reliance on patent policy in deciding justiciability. 3 And the peti-
tioner in Apotex, Inc. v. Pfizer Inc.4 accused the court of "elevat[ing]
that court's prudential jurisdictional doctrine (the 'reasonable appre-
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1. The Declaratory Judgment Act is codified at 28 U.S.C. § 2201 (2000).
2. 427 F.3d 958 (Fed. Cir. 2005), cert. granted, No. 05-608, 126 S. Ct. 1329 (2006),

rev'd and remanded, 2007 IWL 43797, No. 05-608 (U.S. Jan. 9, 2007).
3. Brief for the United States as Amicus Curiae Supporting Petitioner at 23, MedIm-

mune, Inc. v. Genentech, Inc., 2006 WL 1327303 (U.S. May 15, 2006) (No. 05-608) ("Con-
siderations of patent policy . . .could not justify creation of a patent-specific test that is
more rigorous than the constitutional and statutory standards that determine the existence
of ajusticiable case or controversy in all other contexts.").

4. 159 F. App'x 1013 (Fed. Cir. 2005), cert. denied, 127 S. Ct. 379 (2006).
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hension' requirement) to a 'constitutional requirement.' 5 But, as dis-
cussed herein, the Federal Circuit's intermingling of jurisdiction and
policy is not confined to these two cases.

The courts should distinguish between jurisdictional limits and
policy considerations when they decide justiciability issues in patent
cases. Misapplication of the law, or even mere imprecision in the allo-
cation of jurisdictional and prudential considerations, engenders con-
fusion among the affected parties-litigants and potential litigants-
who then bear the costs of this confusion in the form of uncertainty,
higher litigation expenses, and forgone opportunities. If the courts
attend to the distinction between the jurisdictional and prudential ba-
ses for justiciability decisions, the likely results include the develop-
ment of better policy and improved judicial decision-making.

This Article discusses the Federal Circuit's treatment of the jus-
ticiability of declaratory judgment claims in patent cases. Part I ex-
plains the jurisdictional and discretionary standards the courts have
applied in determining whether to adjudicate declaratory judgment
claims. It further describes how the Federal Circuit has generally ap-
plied the jurisdictional standards restrictively. Part II illustrates that
the courts have often decided cases on jurisdictional grounds when
the underlying facts have principally or exclusively prudential signifi-
cance. Part III posits that negative jurisprudential and practical conse-
quences flow from this tendency. Part III then seeks to explain how
these consequences result in detrimental effects on the vitality of the
United States patent system. Part III further contends that by separat-
ing their analyses of jurisdictional and prudential considerations,
courts can arrive at better decisions concerning the justiciability of
declaratory judgment claims in patent infringement disputes.

I. The Challenge for the Patent Challenger

A. The Declaratory Judgment Act

In the years leading up to 1934, Congress expressed its desire to
alleviate the uncertainty faced by parties, such as alleged patent in-
fringers, who previously lacked a cause of action, and were, therefore,
unable to secure judicial determination of their rights.6 That desire

5. Petition for a Writ of Certiorari at 8-9, Apotex, Inc. v. Pfizer Inc., 127 S. Ct. 379
(2006) (No. 05-1006), available at 2006 WL 304672.

6. Act of June 14, 1934, ch. 512, 48 Stat. 955 (current version at 28 U.S.C. § 2201

(2000)). The legislative history from the 1934 Congressional session is very limited because
there were no debates in either the House or the Senate on the bill that year. See 78 CONG.

Rac. 10,564-65, 10,919 (1934) (Senate consideration); 78 CONG. Rrc. 8224 (1934) (House
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became a primary motivating force behind the federal Declaratory
Judgment Act.7

The Act's sole requisite for jurisdiction is the presence of an ac-
tual controversy.8 In other words, to qualify for adjudication pursuant
to the Act, a dispute must satisfy the constitutional "case or contro-
versy" requirement.9 However, while the existence of declaratoryjudg-

consideration). However, a bill proposing a federal declaratory judgment remedy had
been introduced in every Congressional session from 1919 to 1932, and the corresponding
hearings demonstrate that the primary purpose of the statute was to eliminate uncertainty.
See, e.g., 1928 Hearings on H.R. 5623 Before a Subcomm. of the Senate Comm. on the Judiciary,
70th Cong. 34-35 (1928) [hereinafter 1928 Senate Hearings] (testimony of Professor Edson
R. Sunderland, whose 1917 law review article, Edson R. Sunderland, A Modern Evolution in
Remedial Rights-The Declaratory Judgment, 16 MICH. L. REv. 69 (1917), was instrumental in
instituting the effort to pass a federal declaratory judgment statute in the United States)
(contending that, without the declaratory judgment remedy, parties must undergo great
risks without knowledge of the respective entitlements and concluding that the declaratory
judgment "removes all that peril"); 1928 Senate Hearings, supra, at 16 (referencing a letter
from Judge Cardozo, then Chief Judge of the New York State Court of Appeals, that de-
scribed the remedy as "a useful expedient to litigants who would otherwise have acted at
their peril, or at best would have been exposed to harrowing delay"); Hearing on H.R.
10143 Before the House Comm. on the Judiciary, 67th Cong. 16 (1922) [hereinafter 1922 House
Hearings] (statement of Rep. Sumners) (noting that the purpose of the declaratory judg-
ment statute is "[t]o remove uncertainty" and that "the individual citizen has as much right
to be reasonably certain as to what the courts would determine his rights to be as he has to
be reasonably certain what the legislature has determined his rights to be"). In his Senate
testimony, Professor Sunderland described the plight of the alleged patent infringer, as
follows:

I assert that I have a right to use a certain patent. You claim that you have a
patent. What am I going to do about it? There is no way I can litigate my right,
which I claim, to use that device, except by going ahead and using it, and you [the
patent holder] can sit back as long as you please and let me run up just as high a
bill of damages as you wish to have me run up, and then you may sue me for the
damages, and I am ruined, having acted all the time in good faith and on my best
judgment, but having no way in the world to find out whether I had a right to use
that device or not.

1928 Senate Hearings, supra, at 35.
7. The Act provides, in relevant part:
Creation of remedy

(a) In a case of actual controversy within its jurisdiction, . . .any court of the
United States, upon the filing of an appropriate pleading, may declare the rights
and other legal relations of any interested party seeking such declaration,
whether or not further relief is or could be sought. Any such declaration shall
have the force and effect of a final judgment or decree and shall be reviewable as
such.

28 U.S.C. § 2201 (2000).
8. Id.
9. SeeAetna Life Ins. Co. v. Haworth, 300 U.S. 227, 239-40 (1937) (interpreting the

Act's application in an action brought by an insurance company against its insured and his
beneficiary); see also Societe de Conditionnement en Aluminium v. Hunter Eng'g Co., 655
F.2d 938, 942 (9th Cir. 1981) (noting that the Act's actual controversy requirement "is the
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ment jurisdiction is an either/or proposition, many cases do not
definitively fit into one category or the other'10 Hence, to assist their

justiciability evaluations, the courts have developed more particular-
ized standards for determining whether an actual controversy sup-
ports a declaratory judgment claim.

A patent infringement defendant typically asserts one or more
declaratory judgment counterclaims in response to the patentee's
claim(s) for patent infringement. Most commonly, infringement de-
fendants request judgment on the ground that the patent at issue is
invalid,11 unenforceable, 12 and/or not infringed.13 Alternatively, a
patent challenger may, in appropriate circumstances,1 4 institute pat-

same as the 'case or controversy' requirement of Article III of the United States Constitu-

tion"); Precision Shooting Equip. Co. v. Allen, 646 F.2d 313, 314 n.4 (7th Cir. 1981) (ob-

serving that "[t]he Declaratory Judgment Act . . . limits declaratory judgments to actual
controversies in conformity with Article III, Section 2 of the Constitution").

10. See BP Chem. Ltd. v. Union Carbide Corp., 4 F.3d 975, 978 (Fed. Cir. 1993) (not-

ing that the difference between an actual controversy and a situation not ripe for adjudica-
tion "'is necessarily one of degree' . . . and is determined on the totality of the

circumstances") (quoting Md. Cas. Co. v. Pac. Coal & Oil Co., 312 U.S. 270, 273 (1941));

see also Precision Shooting, 646 F.2d at 316 (stating that "the application of the general 'con-
troversy' rule to a particular patent matter is not easy and may involve a determination of
whether in a gray area the gray is dark enough").

11. See, e.g., Biocore, AB v. Thermo Bioanalysis Corp., 79 F. Supp. 2d 422, 426 (D. Del.
1999) (noting that the infringement defendant pled invalidity and noninfringement coun-

terclaims). Invalidity results from the failure of the patent to meet one or more statutory
requirements, including, for example, the requirements that: (1) the claims recite novel

and nonobvious subject matter; (2) the specification enable, provide a written description
for, and disclose the best mode (if there is one) of practicing the claimed invention; and
(3) the claims "particularly [point] out and distinctly [claim]" the subject invention. 35

U.S.C. §§ 102-03, 112 (2000).

12. See, e.g., Glaxo Wellcome, Inc. v. Pharmadyne Corp., 32 F. Supp. 2d 265, 268-71

(D. Md. 1998) (introducing findings of fact and conclusions of law in a patent infringe-

ment case in which the infringement defendants sought a declaratory judgment that the
plaintiff's patents were invalid, unenforceable, or not infringed). A patent may be declared

unenforceable based, for example, on the applicant's inequitable conduct during procure-

ment. See, e.g., Elk Corp. v. GAF Bldg. Materials Corp., 168 F.3d 28, 32 (Fed. Cir. 1999)

(affirming determination of inequitable conduct based on applicant's failure to disclose its
own prior art patent and reference located in patentability search).

13. See, e.g., Evans Med. Ltd. v. Am. Cyanamid Co., 980 F. Supp. 132, 138 (S.D.N.Y.

1997) (dismissing defendants's declaratory judgment counterclaims based on allegations

that the asserted patents were invalid, unenforceable, and not infringed); see 35 U.S.C.

§ 271 (a) (2000) (" [W] hoever without authority makes, uses, offers to sell, or sells any pat-
ented invention, within the United States or imports into the United States any patented
invention during the term of the patent therefor [sic], infringes the patent.").

14. See infta notes 17-34 and accompanying text.
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ent litigation in federal court 15 by filing a complaint requesting a dec-
laration of patent invalidity, unenforceability, or noninfringement.16

B. Invoking the Patent Declaratory Judgment Jurisdiction of the
District Courts

When a party seeks to challenge a patent by way of a declaratory
judgment claim, it must convince a district court that the situation
meets the Federal Circuit's two-part jurisdictional test. The Federal
Circuit has described the task as follows: "First, the [patentee's] con-
duct must have created on the part of [the] plaintiff a reasonable ap-
prehension that the [patentee] will initiate suit if the plaintiff
continues the allegedly infringing activity. Second, the plaintiff must
have actually ... either produced the device or have prepared to pro-
duce the device." 17

Thus, the first prong, the "reasonable apprehension" prong of
the test, has focused on the patentee's conduct, 18 while the second
prong, the "infringer activity" prong, has looked to the conduct of the
challenger. 19

15. The federal courts have exclusive jurisdiction over cases arising under the patent
laws. See 28 U.S.C. § 1338 (a) (2000). According to the Federal Circuit, "[a] n action seeking
declaration of patent invalidity arises under the patent law,.., as do actions seeking decla-
ration of infringement, ... and declaration of noninfringement." Genentech, Inc. v. Eli
Lilly & Co., 998 F.2d 931, 943 (Fed. Cir. 1993) (citing EDWIN BORCHARD, DECLARATORY

JUDGMENTS 808 (2d ed. 1941)).
16. "Easily the most common kind of [declaratory judgment] action .... is a suit by

one thought to be an infringer for a declaration that he is not infringing the patent or that
the patent is invalid." 1OB CHARLES A. WRIGHT ET AL., FEDERAL PRACTICE AND PROCEDURE

§ 2761, at 573 (3d ed. 1998). See, e.g., Minds-Eye-View, Inc. v. Interactive Pictures Corp., 58
F. Supp. 2d 5, 10 (N.D.N.Y. 1999) (granting defendant-patentee's motion to dismiss al-
leged infringers's declaratory judgment invalidity claim); Epling v. Golden Eagle/Satellite
Archery, Inc., 17 F. Supp. 2d 207, 211 (W.D.N.Y. 1998) (denying defendant-patentee's mo-
tion to dismiss or stay competitor's action seeking a declaratory judgment of noninfringe-
ment); CAE Screenplates, Inc. v. Beloit Corp., 957 F. Supp. 784, 790 (E.D. Va. 1997)
(denying plaintiff-putative infringer's motion to compel discovery from defendant-paten-
tee in order to establish subject matter jurisdiction over the plaintiffs claim for a declara-
tion that the patent was invalid, unenforceable, and not infringed).

17. Arrowhead Indus. Water, Inc. v. Ecolochem, Inc., 846 F.2d 731, 736 (Fed. Cir.
1988).

18. Id. It is important to recognize that an individual patent challenger's subjective
apprehension has not been relevant to the actual controversy inquiry. See Phillips Plastics
Corp. v. Kato Hatsujou Kabushiki Kaisha, 57 F.3d 1051, 1053-54 (Fed. Cir. 1995) ("The
,reasonable apprehension of suit' test requires more than the nervous state of mind of a
possible infringer; it requires that the objective circumstances support such an
apprehension.").

19. Reflecting the difficulties associated with articulating a workable and universally
applicable standard for evaluating the "infringer activity" prong of the actual controversy
test, the Federal Circuit has described this requirement variously as whether the declara-
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Even if a court determines that an actual controversy exists, the
Act does not require the court to decide the merits of the request for
declaratory relief.20 Whether to exercise jurisdiction lies in the court's
discretion. At the same time, however, the Federal Circuit has ac-
knowledged that the discretion afforded by the Act is not unfet-
tered. 21 In the words of the court, "The exercise of discretion in a
declaratory judgment must have a basis in sound reason." 22

tory plaintiff has engaged in "present activity which could constitute infringement or con-
crete steps taken with the intent to conduct such activity." BP Chem. Ltd. v. Union Carbide
Corp., 4 F.3d 975, 978 (Fed. Cir. 1993) (citingJervis B. Webb Co. v. Southern Sys., Inc., 742
F.2d 1388, 1398-99 (Fed. Cir. 1984)); seeGenentech, Inc. v. Eli Lilly and Co., 998 F.2d 931,
936 (Fed. Cir. 1993) (describing the requirement as "whether the declaratory plaintiff has
acted in a way that the patentee asserts infringes the patent, or is preparing to act in such a
way" (citing Arrowhead, 846 F.2d at 735-36)); Arrowhead, 846 F.2d at 736 (describing the
requirement as whether the "[p]laintiff [has] engaged in an actual making, selling, or
using activity subject to an infringement charge or [has] made meaningful preparation for
such activity" (citing Indium Corp. v. Semi-Alloys, Inc., 781 F.2d 879, 883 (Fed. Cir. 1985));
Arrowhead, 846 F.2d at 738 n.10 (describing the requirement as whether the "plaintiffs
conduct evidences a real interest in an activity that may, potentially, be enjoined"); Jervis B.
Webb, 742 F.2d at 1399 (describing the requirement as whether the "plaintiff ... actually
produced the accused device or . . .actually prepared to produce such a device" (citing
Sweetheart Plastics, Inc. v. Illinois Tool Works, Inc., 439 F.2d 871, 875 (1st Cir. 1971)); see
also Int'l Harvester Co. v. Deere & Co., 623 F.2d 1207, 1210 (7th Cir. 1980) (describing the
requirement as whether the declaratory plaintiff "actually produced the accused article

or... engaged in preparations for production such that 'but for a finding that the product
infringes or for extraordinary and unforeseen contingencies, the plaintiff would and could
begin production immediately"' (citing Sweetheart Plastics, 439 F.2d at 875)); Wembley, Inc.
v. Superba Cravats, Inc., 315 F.2d 87, 89 (2d Cir. 1963) (citations omitted) (describing the
requirement as whether the plaintiff is "engaged in manufacturing, using or selling the
invention, or... has the immediate intention and ability to do so" and noting that "early
cases required that plaintiff actually be engaged in infringing conduct, [but] this is no
longer the law").

20. See MedImmune, Inc. v. Genentech, Inc., No. 05-608, slip op. at 17 (U.S. Jan. 9,
2007), available at 2007 WL 43797; Public Serv. Comm'n v. Wycoff Co., 344 U.S. 237, 241
(1952).

21. See Genentech, 998 F.2d at 936 (noting that "the court cannot refuse to entertain a
declaratory judgment action on a whim" (quoting 10A WRIGHT ET AL., supra note 16,
§ 2759, at 655-56 (2d. ed 1983)) and that "[t]he determination of the trial court may,
therefore, be reversed where, though not arbitrary or capricious, it was nevertheless erro-
neous" (citing 6AJAMES W. MOORE ET AL., MooPE's FEDERAL PRACTICE 57.08[2], at 57-36

(2d ed. 1993))).
22. Genentech, 998 F.2d at 936 (citing Samuel Goldwyn, Inc. v. United Artists Corp.,

113 F.2d 703, 709 (3d Cir. 1940)). Although the Supreme Court held that district courts
enjoy a "unique breadth" of discretion to decline jurisdiction under the Declaratory Judg-
ment Act, the Court expressly declined to "delineate the outer boundaries of that discre-
tion in other cases, for example, cases raising issues of federal law or cases in which there

are no parallel state proceedings." Wilton v. Seven Falls Co., 515 U.S. 277, 290 (1995). This
comment is instructive with respect to declaratory judgment claims in patent cases. Most
such claims are based on federal law, and coincident parallel state court proceedings will
be relatively rare, given the federal courts's exclusive jurisdiction in patent cases. See 28
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C. The Federal Circuit's "Reasonable Apprehension" Test

When an alleged patent infringer presents its request for declara-
tory relief as a counterclaim to a claim for patent infringement, the
courts, for obvious reasons, usually have not found it necessary to elab-
orate on whether the defendant had a reasonable apprehension of
suit. However, when the patent challenger initiates the litigation, the
jurisdictional inquiry has most often turned on whether the plaintiff
alleged, 23 and in fact had, 24 the requisite reasonable concern.

The requisites for satisfying this prong of the actual controversy
test in patent cases have evolved.2 5 Prior to the creation of the Federal
Circuit, the courts generally found an actual controversy to exist
whenever the patentee had accused the declaratory judgment plaintiff
of infringement.2 6 Yet, sometimes courts found jurisdiction to lie in
the absence of such a charge, and, in some cases, the patentee did not
even know of the plaintiffs activities relevant to the patent.2 7

In contrast, the Federal Circuit has held that a notice letter stat-
ing a party's products "may infringe" certain patents does not create
an actual controversy. 28 In the court's view, even unequivocal asser-
tions that products "fall within," that "operations [are] under," or that
products are "covered by" specified patents have been insufficient to

U.S.C. § 1338(a) (2000). Thus, it is not clear that the Supreme Court would uphold a
broad exercise of discretion to decline to hear an accused infringer's action for a declara-
tion of patent invalidity or non-infringement where a patentee has asserted infringement
and the accused infringer has access to no other forum.

23. The party invoking the jurisdiction of the district court must plead the "grounds
upon which the court's jurisdiction depends." See FED. R. Civ. P. 8.

24. The challenger-plaintiff is put to its proof if the patentee-defendant challenges
the existence of an actual controversy. SeeJervis B. Webb Co. v. Southern Sys., Inc., 742
F.2d 1388, 1399 (Fed. Cir. 1984) (stating that "where... the declaratory defendant (paten-
tee) has denied the factual allegations that allegedly support the existence of case or con-
troversy, the declaratory plaintiff must prove the existence of facts underlying such
allegations"); see also K-Lath v. Davis Wire Corp., 15 F. Supp. 2d 952, 958 (C.D. Cal. 1998)
(noting that "[w]hen considering a Rule 12(b) (1) motion challenging the substance of
jurisdictional allegations, the Court is not restricted to the face of the pleadings, but may
review any evidence, such as declarations and testimony, to resolve any factual disputes
concerning the existence ofjurisdiction" (citing McCarthy v. United States, 850 F.2d 558,
560 (9th Cir. 1988))).

25. See Lisa A. Dolak, Declaratory Judgment Jurisdiction in Patent Cases: Restoring the Bal-
ance Between the Patentee and the Accused Infringer, 38 B.C. L. REv. 903, 917-932 (1997).

26. See id. at 917-22.
27. See id.
28. See, e.g., SRI Int'l, Inc. v. Advanced Tech. Lab., Inc., 127 F.3d 1462, 1469-70 (Fed.

Cir. 1997) (finding that a letter offering a nonexclusive license and requesting "some in-
sight into [the letter recipient's] reasons" in support of any view that no license is needed
did not constitute an actual controversy).
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create jurisdiction-at least if they are made during negotiations be-
tween the parties. 29

The Federal Circuit's articulated standard has transparently re-
flected this evolution. Before and since the creation of the Federal
Circuit, the circuit courts of appeal generally looked for a "reasonable
apprehension of liability" on the part of the declaratory judgment
plaintiff.30 This differs from the Federal Circuit's standard, which has
called for the plaintiff to demonstrate a "reasonable apprehension
that it will face an infringement Suit.'' 31 Thus, the Federal Circuit has fo-
cused on the plaintiffs reasonable fear of litigation, rather than a fear

29. See, e.g., Phillips Plastics Corp. v. Kato Hatsujou Kabushiki Kaisha, 57 F.3d 1051,
1053-54 (Fed. Cir. 1995) (quoting Shell Oil Co. v. Amoco Corp., 970 F.2d 885, 888-89
(Fed. Cir. 1992)).

30. See, e.g., Societe de Conditionnement en Aluminium v. Hunter Eng'g Co., 655
F.2d 938, 944 (9th Cir. 1981) (emphasis added) ("An action for a declaratory judgment
that a patent is invalid, or that the plaintiff is not infringing, is a case or controversy if the
plaintiff has a real and reasonable apprehension that he will be subject to liability if he
continues to manufacture his product."); TRW, Inc. v. Ellipse Corp., 495 F.2d 314, 320 (7th
Cir. 1974) (noting that "a reasonable apprehension of liability" is "the 'touchstone' for
determining jurisdiction under the Declaratory Judgment Act"); Diamond Shamrock
Corp. v. Lumbermens Mut. Cas. Co., 416 F.2d 707, 709 (7th Cir. 1969) (stating "the test for
availability of declaratory judgment [is] whether there is 'reasonable apprehension of lia-
bility'"). But see Grafon Corp. v. Hausermann, 602 F.2d 781, 784-85 (7th Cir. 1979) (recit-
ing a "reasonable ... fear [of] an infringement suit or the threat of one" and holding that
the district court had jurisdiction where the patentees had contacted the plaintiffs custom-
ers and potential customers and "notif[ied] them that [the plaintiff] no longer had any
rights under the... patents" or that the patentees "were seeking an injunction to prohibit
[the plaintiff] from producing [the machines at issue]"). For a more recent application of
the "reasonable apprehension of liability" standard outside the Federal Circuit, see Starter
Corp. v. Converse, Inc., 84 F.3d 592, 595 (2d Cir. 1996) ("In a declaratory judgment action
involving trademarks, the test for an 'actual case or controversy' has two prongs, both of
which must be satisfied in order to establish declaratory judgment jurisdiction: (1) has the
defendant's conduct created a real and reasonable apprehension of liability on the part of
the plaintiff, and (2) has the plaintiff engaged in a course of conduct which has brought it
into adversarial conflict with the defendant.").

31. Indium Corp. v. Semi-Alloys, Inc., 781 F.2d 879, 883 (Fed. Cir. 1985) (emphasis
added) (quotingJervis B. Webb Co. v. Southern Sys., Inc., 742 F.2d 1388, 1398-99 (Fed.
Cir. 1984)); see also Cygnus Therapeutic Sys. v. Alza Corp., 92 F.3d 1153, 1159 (Fed. Cir.
1996) ("[A]n actual controversy exists if there is . . . an explicit threat or other action by
the patentee, which creates a reasonable apprehension on the part of the declaratory
plaintiff that it will face an infringement suit. .. ."). As the Solicitor General observed in
his recent amicus brief supporting the petitioner in MedImmune, Inc. v. Genentech, Inc., the
Federal Circuit in one recent case raised the articulated jurisdictional bar even further.
Brief for the United States as Amicus Curiae Supporting Petitioner, supra note 3, at 15 n.8
(citing Teva Pharm. USA, Inc. v. Pfizer Inc., 395 F.3d 1324, 1333-34 (Fed. Cir. 2004) ("In
order for this case to be one fit for judicial review, [the putative infringer] must be able to
demonstrate that it has a reasonable apprehension of imminent suit.")).
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of ultimate liability.32 Moreover, in recent cases, the court has made

the plaintiff prove that the patentee's "explicit threat" of litigation cre-
ated its reasonable apprehension, as contrasted with showing an "ex-
press charge" of infringement-the standard previously applied by the

court.33 The departure from earlier holdings is more significant when
one considers that pre-Federal Circuit cases merely required proof of
a "charge of infringement," or even less. 34

Thus, the Federal Circuit's ruling in MedImmune, Inc. v. Genentech,

Inc.35 came as no surprise. In 1997, MedImmune and Genentech
agreed that MedImmune would license several patents from
Genentech, including the "Cabilly I" patent.36 The license agreement
also included several pending Genentech patent applications, the
claims of which were not yet finalized. 37 After one of those patent ap-
plications matured into the "Cabilly II" patent, Genentech notified
MedImmune that the Cabilly II patent covered MedImmune's
Synagis® product and that the license agreement therefore required
MedImmune to pay royalties on that product.38 MedImmune dis-
agreed and-while continuing to pay the license royalties-filed an
action requesting a declaratory judgment that the Cabilly II patent was
invalid or unenforceable. 39

The Federal Circuit affirmed the district court's grant of

Genentech's motion to dismiss for lack of subject matter jurisdiction,
stating, "The district court did not err in holding that MedImmune,
since under no threat or apprehension of suit, did not have standing
to bring a declaratory challenge to the Cabilly II patent. '40 The court

32. The difference is significant because the court's more restrictive interpretation of
the Declaratory Judgment Act is inconsistent with the Act's purposes, and it can leave the
accused patent infringer in the position of accruing liability for damages but without a
forum for airing allegations of invalidity and/or non-infringement. See Dolak, supra note
25, at 932-48. The Federal Circuit has never explained why it believes that a reasonable
apprehension of suit, as opposed to liability, is required by the Act or the Constitution.

33. See Dolak, supra note 25, at 923-32. The Federal Circuit has continued to articu-
late the "express charge" standard, and it has disavowed the notion that it requires that the
"patentee be known to be poised on the courthouse steps." See Dolak, supra note 25, at
928-31. However, its decisions have demonstrated that an express infringement charge
may not be sufficient. See supra notes 28-29 and accompanying text.

34. See supra notes 25-27 and accompanying text.
35. 427 F.3d 958 (Fed. Cir. 2005), rev'd and remanded, No. 05-608, 2007 WL 43797, at

*1 (U.S. Jan. 9, 2007).
36. Petition for a Writ of Certiorari at 4, MedImmune, Inc. v. Genentech, Inc., 126 S.

Ct. 1329 (2006) (No. 05-608), available at 2005 WL 3067195.
37. Id.
38. Medlmmune, 427 F.3d at 962.
39. Id.
40. Id. at 965.
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relied on its prior decisions in Gen-Probe, Inc. v. Vysis, InC.41 and Medlm-
mune, Inc. v. Centocor, Inc. ("Centocor"), 42 each of which involved declar-
atory judgment actions brought by non-breaching licensees.

In Gen-Probe, the Federal Circuit invoked its "reasonable appre-
hension/infringer activity" test and held that "th[e] license, unless
materially breached, obliterated any reasonable apprehension of a
lawsuit. ... -43 Similarly, in Centocor, the court held that "[a] ny contro-
versy that may have existed between MedImmune and Centocor prior
to and during their various negotiations vanished when MedImmune
executed the license agreement, which is a covenant by Centocor not
to sue."44

Much like its decision in MedImmune, the Federal Circuit's dispo-
sition in another patent declaratory judgment case, Apotex, Inc. v. Pfi-
zer Inc.,45 was also fairly predictable. Apotex involved a generic drug
manufacturer's effort to invalidate an "Orange Book" listed patent.46

41. 359 F.3d 1376 (Fed. Cir. 2004) (holding that a district court lacks jurisdiction to
entertain a declaratory judgment action brought by a licensee in good standing against its
licensor).

42. 409 F.3d 1376 (Fed. Cir. 2005). After accepting a license from Centocor, Medlm-
mune asserted that the licensed product did not infringe the licensed patent and that the
patent was invalid and/or unenforceable, and filed a declaratoryjudgment action (without
ceasing royalty payments) when Centocor held MedImmune to its license obligations. Id.
at 1378.

43. Gen-Probe, 359 F.3d at 1381.
44. Centocor, 409 F.3d at 1379.
45. 159 F. App'x 1013 (Fed. Cir. 2005), cert. denied, 127 S. Ct. 379 (2006).
46. Pursuant to portions of the Drug Price Competition and Patent Term Restoration

Act of 1984, Pub. L. No. 98-417, 98 Stat. 1585 (1984) (codified at 21 U.S.C. §§ 355, 360cc
(2000); 35 U.S.C. §§ 156, 271, 282 (2000)), a brand-name drug manufacturer who has
obtained Food & Drug Administration ("FDA") marketing approval for its drug product
through the FDA "New Drug Application" ("NDA") approval process must notify the FDA
of all patents that "claim [ I the drug for which the [NDA] applicant submitted the applica-
tion .. .and with respect to which a claim of patent infringement could reasonably be
asserted ...." 21 U.S.C. § 355(b) (1), (c) (2). The FDA publication that identifies such
patents is known as the "Orange Book." A generic drug manufacturer who wishes to utilize
the FDA's "Abbreviated New Drug Application" ("ANDA") process (and thereby obtain
marketing approval for the generic drug product by virtue of its bioequivalence with the
NDA-approved drug) must certify

(I) that such [Orange Book] patent information has not been filed, (II) that such
patent has expired, (III) .. .the date on which such patent will expire, or (IV)
that such patent is invalid or will not be infringed by the manufacture, use, or sale
of the new drug for which the application is submitted ....

21 U.S.C. § 355(j) (2) (A) (vii) (I-IV). Under 35 U.S.C. § 271(e) (2) (A), the filing of an
ANDA "for a drug claimed in a patent" constitutes an act of patent infringement if the
ANDA applicant seeks approval to market the generic drug before the expiration of the
patent(s) at issue (i.e., files a "Paragraph IV" certification). If the patent owner does not
file suit against the ANDA applicant within forty-five days after receiving the required no-
tice of the ANDA filing, the FDA is authorized to approve the ANDA. 21 U.S.C.
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Pfizer, the NDA holder, avoided suing Apotex, the ANDA applicant,
even after receiving the Apotex notice of its ANDA filing/Paragraph
IV certification. 47 Instead, Pfizer sued WAX, the first ANDA applicant
for the drug at issue, and settled that lawsuit by agreeing that WAX
would be licensed under the Pfizer patent effective as of the expira-
tion of an earlier Pfizer patent covering the same drug product. 48 The
applicable statutory scheme entitled IVAX, as the first ANDA appli-
cant, to a 180-day period of marketing exclusivity.49 Specifically, in this
circumstance, the statute barred the FDA from approving the Apotex
ANDA until the earlier of either the end of WAX's market exclusivity
period or at such a time as ajudicial declaration stated that the patent
at issue was invalid or not infringed. 50 Thus, it was in Pfizer's interest
to avoid judicial scrutiny of the patent, pending the completion of
IVAX's exclusivity period.

Apotex responded by filing an action against Pfizer, seeking a
declaration that its generic drug does not infringe the patent at is-
sue.5' The district court granted Pfizer's motion to dismiss, holding
that neither (1) Pfizer's Orange Book listing, (2) Pfizer's suit against
WAX, (3) Pfizer's history of litigation against other generic drug com-
panies (regarding other Pfizer patents and generic versions of Pfizer
products), nor (4) Pfizer's refusal to agree that Apotex does not in-
fringe created the requisite reasonable apprehension of suit.5 2 Along
the way, the district court rejected Pfizer's argument that the then-
recently enacted "Medicare Amendments" to the Food, Drug and Cos-
metic Act 53 altered or obviated the "reasonable apprehension of suit"
requirement for patent declaratory judgment actions, stating, "The

§ 355 (j) (5) (B) (iii). However, if/when the ANDA application commences marketing the

generic drug product, the patent owner is free to sue the ANDA for infringement.

47. See Apotex, Inc. v. Pfizer Inc., 385 F. Supp. 2d 187, 190 (S.D.N.Y. 2005).
48. Id.
49. See 21 U.S.C. § 355(j) (5) (B) (iv) (2000).
50. See id.
51. Apotex, 385 F. Supp. 2d at 188.

52. Id. at 194.
53. The Medicare Prescription Drug, Improvement, and Modernization Act of 2003,

Pub. L. No. 108-173, 117 Stat. 2066, amended both the Food, Drug and Cosmetic Act and
the Patent Act to provide that if the patent owner or NDA holder does not sue the ANDA
applicant within forty-five days of receiving notice of the ANDA submission, the ANDA
applicant may seek a declaratory judgment of non-infringement or invalidity. See 21 U.S.C.
§ 355(j)(5) (C); 35 U.S.C. § 271(e)(5) (2000). The latter provides that in such circum-
stances, "the courts of the United States shall, to the extent consistent with the Constitu-
tion, have subject matter jurisdiction in any action brought by such person under section
2201 of title 28 for a declaratory judgment that such patent is invalid or not infringed." 35
U.S.C. § 271 (e) (5).
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Medicare Amendments do not disturb the Federal Circuit's consistent
holding that the constitutional limits of an Article III court's jurisdic-
tion in anticipatory patent infringement declaratory judgment actions
are defined by the two-part reasonable apprehension test."54 The Fed-
eral Circuit summarily affirmed, 55 : presumably satisfied that the Apotex
facts were indistinguishable from those in Teva Pharmaceuticals USA,
Inc. v. Pfizer Inc.,56 which it had decided (in favor of the declaratory
judgment defendant) just about a year earlier.

The Federal Circuit made it clear in MedImmune and Teva that the
"reasonable apprehension of suit" requirement is jurisdictional. 57 But
policy considerations also played a role in these cases. The Federal
Circuit held that MedImmune was controlled by Gen-Probe, where the
court cited the "undesirable results" that would result were it to per-
mit a non-breaching licensee to sue, namely:

Allowing this action to proceed would effectively defeat [the] con-
tractual covenants [of the license] and discourage patentees from
granting licenses. In other words, in this situation, the licensor
would bear all the risk, while [the] licensee would benefit from the
license's effective cap on damages or royalties in the event its chal-
lenge to the patent's scope or validity fails. 58

In his dissent from the court's denial of Teva's petition for panel re-
hearing and rehearing en banc, Judge Gajarsa noted, "The Teva court

54. Apotex, 385 F. Supp. 2d at 192-93.

55. Apotex, Inc. v. Pfizer Inc., 159 F. App'x 1013 (Fed. Cir. 2005).

56. 395 F.3d 1324, 1338 (Fed. Cir. 2005) ("[W]e agree with the district court that
Teva failed to establish that an actual controversy existed between it and Pfizer, as required
under the Declaratory Judgment Act, 28 U.S.C. § 2201(a).").

57. See MedImmune, Inc. v. Genentech, Inc., 427 F.3d 958, 964-65 (Fed. Cir. 2005)
("Thus although courts have discretion in deciding whether to accept a declaratory (judg-
ment] action when the constitutional and statutory requirements are met, there is no dis-
cretion to accept an action when there is no controversy of immediacy or reality because
there is no reasonable apprehension of suit."); Teva, 395 F.3d at 1333 ("In order for this
case to be one fit for judicial review, Teva must be able to demonstrate that it has a reason-
able apprehension of imminent suit .... This requirement of imminence reflects the Article
III mandate that the injury in fact be 'concrete,' and 'actual or imminent, not conjectural
or hypothetical.'") (emphasis in original) (quoting Maryland Cas. Co. v. Pac. Coal & Oil
Co., 312 U.S. 270, 273 (1941)); see also MedImmune, Inc. v. Centocor, Inc., 409 F.3d 1376,
1382 (Fed. Cir. 2005) ("[T]he 'Hobson's choice' [of whether to litigate or take a license]
about which MedImmune complains arises not from Gen-Probe, but from Article III's re-
quirement that, before a district court exercises jurisdiction in a declaratory judgment suit,
there must be an actual controversy between the parties.") (emphasis omitted); Gen-Probe
Inc. v. Vysis, Inc., 359 F.3d 1376, 1382 (Fed. Cir. 2004) ("Under these circumstances, there
is not a reasonable apprehension of suit. Therefore, this court holds that no actual contro-
versy supports jurisdiction under the Declaratory Judgment Act ...

58. Gen-Probe, 359 F.3d at 1382.
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ignores [relevant] precedent and reads general infringement policy
considerations into Article III, where they do not belong."59

As discussed below, Judge Gajarsa is right. The Federal Circuit's
declaratory judgment jurisprudence has been inconsistent and ambig-
uous with respect to the distinction between jurisdiction-the power of
the lower federal courts to hear declaratory judgment cases-and the
appropriate role of policy considerations-the prudence of allowing a
particular declaratory judgment action to go forward.

The Supreme Court has determined that the Federal Circuit
must revise its declaratory judgment jurisprudence, at least in some
respects. In reviewing MedImmune on certiorari, the Court recently
held that the failure of a patent licensee to cease payment of license
fees prior to bringing an action for a declaratory judgment of patent
non-infringement, invalidity, or unenforceability does not make the
declaratory judgment claim non-justiciable. 60 In so deciding, the
Court criticized the Federal Circuit's "reasonable apprehension" test,
stating that it conflicts with several Supreme Court decisions. 61 Thus,
the Federal Circuit's "reasonable apprehension" test appears to have
waning future vitality. However, an examination of how the Federal
Circuit has confused and conflated issues of judicial power under the
Act is nonetheless worthwhile because the power versus prudence dis-
tinction holds significance regardless of the standard employed by the
court.

II. Judicial Power vs. Judicial Discretion

The Federal Circuit has confused and conflated jurisdictional
and prudential facts and considerations throughout its quarter-cen-
tury-long tenure. The court's articulations of the governing standards
and its application of those standards in the appeals it hears both ex-
hibit this confusion.

59. Teva Pharm. USA, Inc. v. Pfizer Inc., 405 F.3d 990, 994 (Fed. Cir. 2005) (Gajarsa,
J., dissenting).

60. MedImmune, Inc. v. Genentech, Inc., No. 05-608, slip op. at 18 (U.S. Jan. 9,
2007), available at 2007 WL 43797.

61. Id. at 13-14 n.ll.
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A. The Justiciability Standard: Constitutional Mandate or Federal
Circuit Policy?

The Federal Circuit has recognized that the Act's actual contro-
versy requirement is constitutionally mandated 6 2 and that the Act
neither confers jurisdiction on the federal courts6 3 nor imposes juris-
dictional requirements above and beyond those compelled by the
Constitution. 64 Further, in the cases discussed herein and in many
others, 65 the court has used its reasonable apprehension test to deter-

62. See, e.g., Medlmmune, 409 F.3d at 1382 ("[T]he 'Hobson's choice' [of whether to
litigate or take a license] about which MedImmune complains arises... from Article III's
requirement that, before a district court exercises jurisdiction in a declaratory judgment
suit, there must be an actual controversy between the parties."); Fina Oil & Chem. Co. v.
Ewen, 123 F.3d 1466, 1470 (Fed. Cir. 1997) ("A declaratory judgment action permits a
threatened party to resolve its potential liability, but only when the situation has progressed
to an actual controversy, as required by Article III of the Constitution.") (citation omitted);
Arrowhead Indus. Water, Inc. v. Ecolochem, Inc., 846 F.2d 731, 735 (Fed. Cir. 1988) ("The
competing considerations are of constitutional dimension: (1) there must be an actual
controversy over which a federal court may exercise jurisdiction ... ; (2) to proceed in the
absence of a case or controversy would involve the court in rendering a forbidden advisory
opinion.") (citing Aetna Life Ins. Co. v. Haworth, 300 U.S. 227, 239-41 (1937) ("The De-
claratory Judgment Act... is operative only in respect to controversies which are such in
the constitutional sense.")); Goodyear Tire & Rubber Co. v. Releasomers, Inc., 824 F.2d
953, 955 (Fed. Cir. 1987) ("It goes without saying that federal courts do not sit to render
advisory opinions. Thus, the Declaratory Judgment Act requires the existence of an actual
case or controversy between the parties before a federal court can constitutionally assume
jurisdiction.") (citation omitted).

63. See, e.g., Foster v. Hallco Mfg. Co., Inc., 947 F.2d 469, 479 (Fed. Cir. 1991) ("With-
out that controversy, no suit under the Declaratory Judgment Act could be maintained
because, as the Supreme Court has said, the Declaratory Judgment Act gives no indepen-
dent basis for subject matter jurisdiction in district court." (citing Skelly Oil Co. v. Phillips
Petroleum Co., 339 U.S. 667, 671-72 (1950))).

64. Jervis B. Webb Co. v. Southern Sys., Inc., 742 F.2d 1388, 1398 (Fed. Cir. 1984)
("[Tihe case or controversy requirement for declaratory judgment jurisdiction has been
defined to be the same as the case or controversy requirement in the constitutional
sense.").

65. See, e.g., Capo, Inc. v. Dioptics Med. Prod., Inc., 387 F.3d 1352, 1355 (Fed. Cir.
2004) ("Declaratory justiciability of patent disputes requires both (1) a threat or other
action by the patentee whereby the declaratory plaintiff has a reasonable apprehension
that he will be sued for infringement, and (2) activity by the declaratory plaintiff that con-
stitutes the alleged infringement or active preparation to conduct such activity.") (citation
omitted); Hunter Douglas, Inc. v. Harmonic Design, Inc., 153 F.3d 1318, 1326 (Fed. Cir.
1998) ("When a declaratory judgment plaintiff alleges that the claims of a patent are not
infringed, invalid, or unenforceable, we apply a two-step test to determine whether there is
an actual controversy."), overruled on other grounds by Midwest Indus., Inc. v. Karavan Trail-
ers, Inc., 175 F.3d 1356 (Fed. Cir. 1999); Cordis Corp. v. Medtronic, Inc., 835 F.2d 859, 862
(Fed. Cir. 1987) ("In declaratory judgment patent suits, there are two prerequisites for
establishing the existence of a case or actual controversy between the parties: first, the
defendant must have engaged in conduct giving rise to a reasonable apprehension on
plaintiff's part that it will face an infringement suit or the threat of one if it commences or
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mine whether an actual controversy exists, thus effectively equating its
test with the constitutional minimum requirements.

Recently, however, several of the court's members explicitly dis-
claimed the jurisdictional essence of the reasonable apprehension
test. For example, in his opinion dissenting from the court's denial of
the petition for panel rehearing and rehearing en banc in Teva, Judge
Gajarsa (joined by Judge Dyk) wrote: "Article III does not compel [the
reasonable apprehension test], and the Supreme Court has rejected
the doctrinal rigidity [the panel opinion in Teva] introduces."66 Judge
Dyk (joined by Judge Gajarsa) went even further in his dissent, observ-
ing that the few existing Supreme Court precedents regarding Article
III and declaratory judgments "provide no support for a reasonable
apprehension of imminent suit requirement." 67 Moreover, he noted
the Ninth Circuit's use of the "reasonable apprehension [of] liability"
standard and pointed out that the First Circuit has held the "reasona-
ble apprehension" (of suit or of liability) construct "irrelevant" under
particular circumstances. 68

To be sure, the Federal Circuit has said that the reasonable ap-
prehension test is not the only vehicle that can be used to evaluate
whether an actual controversy exists.69 And on several occasions, it has
justified the test's application with reference to its asserted practical
utility. 70 But the fact is that the reasonable apprehension test has ac-

continues the activity in question; second, the plaintiff must have actually produced the
accused device or have actually prepared to produce it.") (citations omitted).

66. Teva Pharm. USA, Inc. v. Pfizer Inc., 405 F.3d 990, 991 (Fed. Cir. 2005) (Gajarsa,
J., dissenting).

67. Id. at 996-97 (Dyk, J., dissenting).
68. Id. at 997 (citing Societe de Conditionnement en Aluminium v. Hunter Eng'g

Co., 655 F.2d 938, 944 (9th Cir. 1981) (emphasis in original); Sallen v. Corinthians
Licenciamentos LTDA, 273 F.3d 14 (1st Cir. 2001)). The declaratory judgment plaintiff in
Sallen had lost his domain name in an arbitration proceeding and sued for a declaration
that he was entitled to it under United States law. Sallen 273 F.3d at 21-22. The First
Circuit held there existed a "certain controversy" sufficient for jurisdiction. Id. at 26.

69. See Fina Oil & Chem. Co. v. Ewen, 123 F.3d 1466, 1470 (Fed. Cir. 1997) ("Satisfac-
tion of th[e] traditional two-part test is not ... a prerequisite to jurisdiction in every possi-
ble patent declaratory judgment action. Indeed, the two elements merely assure that the
declaratory plaintiff has enough interest in the subject matter of the suit and that the
disagreement between the parties is real and immediate enough to fulfill the 'actual con-
troversy' requirement.").

70. See, e.g., Gen-Probe Inc. v. Vysis, Inc., 359 F.3d 1376, 1380 (Fed. Cir. 2004)
("Through its cases, this court has developed a pragmatic inquiry that focuses on not only
the conduct of the patentee but also the conduct of the putative infringer: 'There must be
both (1) an explicit threat or other action by the patentee, which creates a reasonable
apprehension on the part of the declaratory judgment plaintiff that it will face an infringe-
ment suit, and (2) present activity which could constitute infringement or concrete steps
taken with the intent to conduct such activity.'" (quoting BP Chem. Ltd. v. Union Carbide
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ted as the pivot on which the inquiry regarding jurisdiction has turned
in most cases. Therefore, regardless of the court's characterizations of
the test as "pragmatic" and "useful," 71 the reality-especially for the
declaratory judgment plaintiffs the court has turned away for lack of a
"reasonable apprehension of suit"-is that the court has effectively el-
evated the reasonable apprehension standard to constitutional status.
If that is not true, either the court has erroneously interpreted the Act
as including jurisdictional requirements above and beyond what the
Constitution requires, 72 or it has imposed its own heightened pruden-
tial standard in the power inquiry. The former notion-that the statute
itself imposes jurisdictional conditions-cannot be squared with the
Supreme Court's interpretation of the Act, an interpretation the Fed-
eral Circuit has acknowledged. 73 The latter notion disregards congres-
sional intent, as reflected in the plain language of the statute.74

There is ample evidence that the court's "reasonable apprehen-
sion" standard has been motivated by policy concerns. For example,
the court has said that it "maintain [s] this requirement, for it 'protects
quiescent patent owners against unwarranted litigation' . . ..-75 Ac-

Corp., 4 F.3d 975, 978 (Fed. Cir. 1993); Arrowhead Indus. Water, Inc. v. Ecolochem, Inc.,
846 F.2d 731, 736 (Fed. Cir. 1988) (prefacing its application of the two-step test by describ-
ing it as a "[a] test often useful in evaluating complaints for declaratory judgments in
patent cases"))).

71. See Arrowhead, 846 F.2d at 736; Gen-Probe, 359 F.3d at 1380.
72. In the words of the Court:
The Declaratory Judgment Act of 1934, in its limitation to "cases of actual contro-
versy," manifestly has regard to the constitutional provision and is operative only
in respect to controversies which are such in the constitutional sense. The word
"actual" is one of emphasis rather than of definition. Thus the operation of the
Declaratory Judgment Act is procedural only. In providing remedies and defining
procedure in relation to cases and controversies in the constitutional sense the

Congress is acting within its delegated power over the jurisdiction of the federal
courts which the Congress is authorized to establish.

Aetna Life Ins. Co. v. Haworth, 300 U.S. 227, 239-40 (1937) (citations omitted). The Court
later elaborated:

Congress enlarged the range of remedies available in the federal courts but did
not extend their jurisdiction. When concerned as we are with the power of the
inferior federal courts to entertain litigation within the restricted area to which
the Constitution and Acts of Congress confine them, "jurisdiction" means the
kinds of issues which give right of entrance to federal courts. Jurisdiction in this
sense was not altered by the Declaratory Judgment Act.

Skelly Oil Co. v. Phillips Petroleum Co., 339 U.S. 667, 671-72 (1950).
73. See, e.g., Glaxo, Inc. v. Novapharm, Ltd., 110 F.3d 1562, 1570 (Fed. Cir. 1997)

(citing Skelly Oil, 339 U.S. at 671-21; Aetna, 300 U.S. at 240).
74. See infra notes 87-91 and accompanying text.
75. Hunter Douglas, Inc. v. Harmonic Design, Inc., 153 F.3d 1318, 1326 (Fed. Cir.

1998) (quoting Arrowhead Indus. Water, Inc. v. Ecolochem, Inc., 846 F.2d 731, 736 (Fed.
Cir. 1988)).
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